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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Applicant requests a pre-appeal brief review of the rejections in the Office Actions 
mailed on September 15, 2004, and May 31, 2005. This Request is being filed concurrently 
with a Notice of Appeal, in accordance with the Official Gazette Notice of July 12, 2005. 

This Request follows the Request for Reconsideration ("RFR") mailed July 29, 2005, 
the substance of which has not been addressed by the Examiner. 

Remarks begin on page 2 of this paper. 
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REMARKS 

Claims 1-22 remain pending, with claims 1-6, 8-15, and 17-21 being the subject of 

this Pre-Appeal Brief request for review. In the Final Office Action, the Examiner rejected 

claims 1-6, 8-15, and 17-21 under 35 U.S.C. § 103(a) as being unpatentable over U.S. 

Patent No. 5,995,991 to Huang et al. ("Huang")] rejected claims 1-6, 8-15, and 17-21 under 

35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 5,931,943 to Orup ("Orup"); 

and rejected claims 1-8, 11, 13, 14, 17, 19, and 20 under nonstatutory double patenting as 

being unpatentable over claims 1 , 2, 4-9, 1 5-1 7, and 26-28 of copending U.S. Patent 

Application No. 10/028,375. 1 

I. The rejection of claims 1-6, 8-15, and 17-21 under 35 U.S.C. § 103(a) as 
being unpatentable over Huang is improper 

The Examiner's rejection contains clear errors and omits essential elements 
necessary to establish a prima facie case of obviousness with respect to claims 1-6, 8-15, 
and 17-21 based on Huang. Huang does not teach or suggest each and every element of 
Applicant's claims, and there is no motivation to modify Huang. 

Claim 1 recites a combination including, for example, 

a plurality of analysis circuits, one for each of the floating point 
operands, configured to determine a format of each of the floating point 
operands based upon floating point status information encoded within 
each of the floating point operands : 

The Examiner appears to assert that Huang's register 1 1 6 (Fig. 4) constitutes the 
claimed "operand." This is clearly wrong. 

Huang specifically distinguishes between a register and an operand, stating "each of 
the registers 116 and 118 has an operand . . . portion 116-1 and 118-1." {Huang, col. 6, 



1 Pending the withdrawal of the rejections under 35 U.S.C. § 103(a), Applicant will respond to the double patenting rejections as set 
forth in M.P.E.P. § 804(I)(B) or § 804.02. Applicant does not request review of these rejections by the Pre-Appeal Brief review 
board. 
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line 66-col. 7, line 1). Moreover, "operands X and Y [are] stored in operand portions 

116-1 and 118-1 of registers 116 and 118." {Huang, col. 7, lines 8-10). Even assuming 

that tag values xjag and yjag correspond to the claimed "status information," (which 

Applicant does not concede) the Examiner's contention that Huang's register 116 containing 

x_teg 116-2 constitutes the claimed "status information encoded within the operand" is 

clearly contradicted by Huang. See, e.g., RFR at p. 9. 

Structures such as those taught by Huang were acknowledged in the Background 
section of Applicant's specification, which states "conditions are typically represented by 
flags [a form of status information] that are stored in the floating point status register . 
separate from the floating point operand " (emphasis added paragraph 024, see also 
paragraph 003). Claim 1 specifically distinguishes over such structures, calling for "status 
information encoded within the ... operands ." See, e.g., Fig. 2, paragraph 036, and 
paragraph 037 of Applicant's specification. 

Accordingly, the Examiner's position that Huang's register 116 constitutes an 
"operand," as recited in the claims, is a clear error . The separate operand 116-1 and 
separate tag value 1 1 6-2 of Huang do not constitute a teaching or suggestion of "status 
information encoded within the ... operand ," as recited by independent claim 1 and required 
by dependent claims 2-6 and 8-10. Independent claims 1 1 and 17, although of different 
scope, recite elements similar to elements recited by claim 1 . Claims 12-15 and 18-21 
depend from claims 11 and 17 and therefore include all of the elements recited therein. 
Since Huang fails to teach or suggest each and every element of the claims, no prima facie 
case of obviousness has been established. 

Moreover, the Examiner has neither indicated how Huang could be modified nor 
provided any motivation to modify Huang to achieve the claimed combination (see RFR at 
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pp. 10-11 and Office Action mailed September 15, 2004 at pp. 5-6). Accordingly, no prima 

facie case of obviousness has been established for claims independent 1,11, and 17. 

Similar arguments apply to dependent claims 2, 4-6, 8-10, 12, 13, 15, 18, 19, and 21 (see 

RFR at pp. 11-12 and Office Action mailed September 15, 2004 at pp. 6-7). 

Therefore, the rejection of claims 1-6, 8-15, and 17-21 under 35 U.S.C. § 103(a) 

based on Huang is improper, and Applicant requests the board of examiners to withdraw 

the rejection. 

II. The rejections of claims 1-6, 8-15, and 17-21 under 35 U.S.C. § 103(a) as 
being unpatentable over Orup is improper 

The Examiner's rejection contains clear errors and omits essential elements 
necessary to establish a prima facie case of obviousness of Applicant's claims 1-6, 8-15, 
and 17-21 based on Orup. Orup fails to teach or suggest "status information encoded 
within the ... operand ." as recited by claim 1 . 

The rejection does not make clear what portion(s) of Orup allegedly teach the 
claimed "status information." However, even assuming that Orup's tag value constitutes 
"status information," (which Applicant does not concede) the tag value of Orup is not 
"encoded within the ... operand," as recited by claim 1. 

The Examiner appears to assert that Orup's element 84 (Fig. 4) constitutes an 
"operand" which contains tag field 89 (alleged status information). See generally Office 
Action mailed September 15, 2004 at p. 3. This is incorrect. Orup specifically states that 
element 84 is a register stack , not an operand, and that register stack 84 contains a 
separate Reg Field 87 for storing an operand and a separate Tag Field 89 for storing a tag 
(alleged status information). Orup only teaches the tag is associated with , but separate 
from an operand, not that the tag is encoded within an operand (see RFR at pp. 3-4). Fig. 4 
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of Orup clearly illustrates that Tag Field 89 (status information) and Reg Field 87 (operand) 
are separate from each other and stored within register stack 84. This does not constitute a 
teaching or suggestion of "status information encoded within the ... operand ," as recited by 
independent claim 1 and required by dependent claims 2-6 and 8-10. Independent claims 
1 1 and 17, although of different scope, recite elements similar to elements recited by claim 
1. Claims 12-15 and 18-21 depend from claims 11 and 17 and therefore include all of the 
elements recited therein. 

Moreover, the Examiner has neither indicated how Orup could be modified nor 
provided any motivation to modify Orup to achieve the claimed combination (see RFR at 
pp. 5-6; see Office Action mailed September 15, 2004 at pp. 3-4). Therefore, no prima facie 
case of obviousness has been established for claims 1,11, and 17. Similar arguments 
apply to dependent claims 2, 4-6, 8-10, 12, 13, 15, 18, 19, and 21 (see RFR at pp. 6-7, 18, 
and see Office Action mailed September 15, 2004 at pp. 4-5). 

Therefore, the rejection of claims 1-6, 8-15, and 17-21 under 35 U.S.C. § 103(a) 
based on Orup is improper, and Applicant requests the board of examiners to withdraw the 
rejection. 

In view of the foregoing, claims 1-22 are in condition for allowance pending 
withdrawal of the double patenting rejection. Please grant any extensions of time required 
to enter this response and charge any additional required fees to our deposit account 
06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: September 3<? 2005 




Nathfem A. Slo3a 
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